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Abstract

With the ever-changing times, the knowledge-based economy is pushing the
development of science and technology industry forwards, all countries are striving to join the
game of the technology competition. Due to the abundant academic research resources and
high knowledge of talents that the universities have, the Government and private enterprises
are in urgent need of cooperation with the universities, hoping to work with the teachers to
transform the knowledge into economic interests of the technology, and improve the national
science and technology to face the high competitive environment of the global trend. The
Fundamental Science and Technology Act of Taiwan allows the universities to possess the
ownership of the R&D of government-funded research projects, so the universities can freely
apply the R&D results and its incomes for the custody, use, profit, and disposition. However,
the Fundamental Science and Technology Act did not make further regulations on the
ownership of the R&D between the universities and the teachers, and therefore, there are still
many ambiguous issues.

Because of the flourishing university-industry cooperation, the universities have also
gained more research resources, funds, and even school reputation. Besides, the teachers have
also gradually moved out from the outdated style of teaching and research, and their duties
are no longer limited to academic teachingand.the research as well. However, it is undeniable
that with the transformation of the global knowledge economy system, university education
has become market-oriented and enterprise, and'in this trend, the status of university teachers
have quietly changed. This study analyzes the legal relationship between universities and
teachers from different perspectives and reinterprets the scope of the employment relationship
of employee invention. In addition, the study compares the various factors related to the
university teachers' research projects which funded by the Government and to see whether the
patent ownership will be included in the scope of employee invention or not.

Moreover, the study compares the government-funded research projects in terms of
relevant laws and practical operations of the R&D of the U.S.A. and Germany and also
summarizes their advantage for further study. Finally, the study analyzes the pros and cons of
the R&D patent ownership, and propose the views and suggestions to conclude the study. It is
expected that the study results can contribute the more clear idea in the patent ownership of
the R&D of the government-funded research projects.

Keywords: Fundamental Science and Technology Act, University-Industry Cooperation,
Employee Invention, Bayh-Dole Act, Act on Employees’ Inventions, Government-funded
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Thomas N. Bulleit, Jr., Public-Private Partnerships in Biomedical Research: Resolving Conflicts of
Interest Arising under the Federal Technology Transfer Act of 1986, 4 JOURNAL OF LAW AND
HEALTH 1, 4 (1989/1990).
JOSHUA B. POWERS, ACADEMIC ENTREPRENEURSHIP IN HIGHER EDUCATION: INSTITUTIONAL EFFECTS
ON PERFORMANCE OF UNIVERSITY TECHNOLOGY TRANSFER 11 (Ph.D. diss., Indians University,2000).
Osenga, supra note 110, at 413.
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B 2R B R AT S 2 %ﬁmwﬂhﬂm@Azﬁﬁgpﬁﬁ% iU
THANF Rkt KA A B IR RN B 1Y 2 Bt i E R R
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FRNLERARLEREN A2 U RS EFUP AL PEP LS
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porh o BN R L § RS R RO MR A AR R R
AR kg g d e 0 v kA A E E A4 B HERL I
PR AT A % ] BSREC R R T A 4 0 TSP PO A 2 % G 4P

B2 B A FOAG A E B RPAE S R 2 A R BT 8K

125 35 1U.S.C.§201(c):“The term “contractor” means any person, small business firm, or nonprofit

organization that is a party to a funding agreement.”
12635 U.S.C.§202(c)(1).
12735 U.S.C.§202(c)(2).
12835 U.S.C.§202(c)(3).
12935 U.S.C.§202(c)(4).
130 35 U.S.C.§202(c)(5)
31 35 U.S.C.§202(c)(6).
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35 U.S.C.§202(d).

* RE W 4hi 60 F 8-9-

* S Whir 60 F 30

U.S. CONST. art. I, § 8, cl. 8:“To promote the progress of science and useful arts, by securing for

limited times to authors and inventors the exclusive right to their respective writings and
discoveries.”

Pre-AIA 35 U.S.C.§102:“ A person shall be entitled to a patent unless- (f) he did not himself
invent the subject matter sought to be patented.”
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(Fed. Cir. 2000).
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Guth v. Minnesota Mining & Mfg. Co.,72 F.2d 385 (7th Cir. 1934).
Filmtec Corp. v. Allied-Signal, Inc., 939 F 2d 1568(Fed. Cir 1991).
Andrews Kurth Files Amicus Brief in Shukh v. Seagate Technology, LLC (2015) (available at
https://www.andrewskurth.com/news-565.html Iast visited 08/20/2017).
%8 A G e fIAR R T AT B IR BGERT Y PR GRS R
B R E A o

81

L
=
=

o
Tl
N
s

-


https://www.andrewskurth.com/news-565.html

R A PR T g R T R G TRk

FRPE R REFR R GRE PR AEF i 4T o

1.Dalzell v. Dueber Watch Case Manufacturing Company*®
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United States v. Dubilier Condenser Corp.,289 U.S. 178 (1933).
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Shop right # 2 8_Z*%: 1.5 B A 2 Bk o7 4 (implied license) 5 & 2.7
(equity) 2 = it Jn f(fairness); & 3. u3F g * A i % 22 & = & p|(estoppel)
P A AN RRR BT AT UL RY AR RHELRE LET LT
v R-H R o 5 BT shop right s 73 2174 &+ it United States v. Dubilier

Condenser Corp.— % @ = sp » %3 £ ik o

LN~

Rl

NS

D EREJFREIBREFPLZEFor X FALL T KIHFEEP
2P A AR K BREP LRI B ABE(RREP) AL A
FRE REKFHIFEP >n p e KEFP T AFP uEY % Pl E
CENTR G E R IR FUEY CHIEP TR Ed B 6 R
B ASIEP L R LG g 2R 2 SRR 4 0 i (shop right) o v
B AR A b2 B A p TG 228 P (free invention) B = 2 d % B A BB
FR2LJE B A EE é*mo%w’&%%W%%gﬂi%Wi%ﬁ
$EP AREEL 2o H L F - R B AP 2 BB LT
BB M A0 b0 K P EF R T M P )2 3 e A

FECEIE S R R ¥ T 1 RN I S B R R s R

168 Rosenberg, supra note 147, at 13-14.
19 Henrik D. Parker, Reform for rights of Employed Inventions, 57 S. CALL. REV. 603, 607 (1984).
% Robert P. Merges, The Law and Economics of Employee Inventions, 13 HARV. J.L. & TECH. 1,
18-9 (1999).
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FHERE S Be R L B L2 FM % £ 2 Kaplan v. Johnson'™

BB~ F g fe O

H2|dmy (38 %42
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LA

-

= @ > Kaplan Z &2} Q\—If’* bt’?ﬁfmF'“ %o

FEs 2

Be f3zk? o Kaplan - ¢¥2 & hFrg

”1W»4mﬂ)<%Tkﬁﬁ?&ﬁHWv?m82m 237 SR EKT AP 81

H(2011) (B EAHEF B

HITREFL ¢ chle R i ) (Ry AL 1 7])> 20348 > F 68

1 Speck v. North Carolina Dalry Foundation, 319 S.E.2d 139 (N.C.1984).
13 Kaplan v. Johnson, 409 F. Supp. 190 (N.D. 111.1976).
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EEeA G fenk Barp .

% &‘7‘ ?iﬁ' g-ﬁ T\?ifﬁ‘fr’}i i %qp\ _’rh,{;ﬂ;i: A ﬁ i.@ iﬁ Ev‘]?% %‘J}
Fen T 4 P 53K (pre-invention assignment agreement) » 3% # &

i‘lqﬁ W X)) TRRER P S '-‘"1"”}3 T A %Eﬁ;“%%"ﬁfq, TP o 7g 10

‘\1\

J%“Zﬂ Fm]fﬂqﬁi%i%ﬁ"*'E;%?ﬁ*fi%h_;}gﬂ; B A kR P bk
AH e LA R 2F PRI 2 3R FIRET F 0 5F TR
S G a0 2 B SR SR R aRIE S §
Spl B R FL R I § RS S ;T?igﬁﬁﬂ%ﬁ;g\;%iﬁﬁ_%].?g e
LS R - o R A RS A Fp BB ET LS FR R
AR AFF IR DABEORFEFTRED T FERYELSF B A
T FEBESFFL R P AT E{E RS 8
AERFCRY SPRAT P A EREDT] FTRA AL FF A H

BRI R R o RRe A R R IR S R

175
176

177
178

179
180

FHE -~ FlL(2004) » (FEMAFRAHK) > T T4 SrES o
University Employees and Patents. When do university employees own inventions? (available at
http://www.nolo.com/legal-encyclopedia/university-employees-patents.html, last visited
08/20/2017).
FHEE H4 1750 F T4e
Pre-Invention Assignment Agreements. Employers routinely require employees to sign agreement
assigning inventions in advance(available at
http://www.nolo.com/legal-encyclopedia/pre-invention-assignment-agreements.html, last visited
08/20/2017).
supra note, 176.
TR E PP (1998) c (FrEMA Tz 2B g ) - 9 F 37-38 9%:55?1} °
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182 University Patents, Inc. v. Kligman, 762 F. Supp. 1212 (E.D. Pa. 1991) ;

219-220 -
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%278 F R EEF 0 e A f2-Stanford v. Roche Molecular

R 2 R BB OIR 0 3T E RITINC b3 o TR
Wor bR B R E ARV SR BN ERT ARG 4 A RE R

pER = }ﬁ%)& ;’2%-,&]'95{3‘ l%‘\%? L"‘/F_]_E?lp’rsﬁxrﬁ/z‘]!;rr_, B 2 Kﬁhrﬁzz‘]‘m 2011

FERE S PREE EENEE S RN CI SR T

A
® a
oooo A
ooom i
%%ﬂﬂzm oo |
N - {T]s 1= 4
2R RRE) > BRRRGLS)
5% R T *\\<M@Q\$ Tm&a
(Holodniy % 4+) > (Cetus 2> 3))
HEABAREREMAR

B 314 % i aM aW (TR A2 5H)

-~ rEEF
(F)E 2 BRSPS g

Mark Holodniy 1% 2 # 1988 & 4 § -+ # + Fr-jp 3 ix @ J,L;';gg iR g
Booxgrg 2 i X 8 g DX vy L {123k, (Copyright and Patent
Agreement) - 3% 3% ) T_Holodniy % L Ie & H#-p (& % B B P 975 758 =

52 42 JIF @@ e 2 @ < & (he “agree[d] to assign” to Stanford his

183 Board of Trustees of the Leland Stanford Junior University v. Roche Molecular Systems, Inc., et al.
131 S. Ct. 2188 (2011).
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“right, title and interest in” inventions resulting from his employment at the

University)!8 o &gt 2 % » ¢ 2 @ % B ¢ fode 4 Cetus | AT 5 2 7 & (082
FRBE R HIVES B2 a kil 2457 REFEEF &
(PCR)z #£jt7 » Holodniy 1% L %g s 4k /% iz 3] Cetus = & ¢ f & (7% 4 F
R sz 77 7 o3& » Cetus 2 @ 2_ % »Holodniy # 4 4tz 2 @ & £ 2
A %% #43k  (Visitor’s Confidentiality Agreement) » 1%3% £ @_Holodniy {2 4
PR THERE AR HACetus 2 P g HEAI* 2P T~ &8
2~ FP A A gl 2 412 % Cetus = & (“will assign and do[es] hereby
assign” to Cetus his “right, title and interest in each of the ideas, inventions and
improvements” made “as a consequence of [his] access” to Cetus)'® o = 54 £=
AR HIV [,ia—a»ﬁzg 2. %215 > Holodniy % 2 i£w ¢ 2 @ % & o Kﬁ: g
F3% HIV cofg Rl BE I % 3 2 RBRGF2 A7 7 Fuing 8o g R i * 4 0%
Flpb g 4 A BRI 2 Mg e BRI B P SRR
073 F P 2] - 2 14 Holodniy % L & 1995 & 36774 & % ¢ % {1 & 4
BEAERS 2B A F 41099 £ EEEE T = 2R HIV &R

=R

(F)R+ A B2 BB
1991 # Roche # fo (™ fL B~ ZR) B 44t Cetus = @ > @ 4570 3
Holodniy ¥ L 7% & 7 PCR ks B 75 5 &2 > 2 Holodniy # 1 %
TR AR TR T G RO IBE I RN E R BELERR
BRI G HIVRIZRERE > A kg @ 0 kL Eflengpr, ¢ 2 4
g i3¢4 R ¢ (Board of Trustees of Stanford University) 1@ ¢ 2005 & % 4¢ -4

AEE G EIR(THE RiElR)e BN ERAAFR > LRREA ST RTHE

18 1d. at 2192.
185 1d. at 2192.
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—ﬂ%ﬁ o

B EE A Ak
LR TR
2B MR HIV RIS 2277 A4 BENF R e o T
Tid o £ EENF R B A A (contractor) B fd £ ST R 2~ T AE 2T E
FFTAE AR B TS 202 F % (@E R e L E X BT H
L LGEP . o & F % g2 Holodniy 1 L % 37 =3
EHEE L IR T g A 5 & 4977 £ > Holodniy 2 L = 525 1)

VLR S Cetus o 7 oo

(2 )2 B < Z b

% < % fdunrT) Holodniy # 42 Cetus 2 2 §37 2 & %R ERP &
Bk o 22 e Al § = 8- ¢ 118 & (will assign and do[es] hereby
assign)i& Cetus = & > B FER TR jTph Cetus & P e i 4 - B &
BT 5izdflanE 5 4 o &m > Holodniy # L fegr g 2 i < B Eor ¥ (viger
LA EME L TRk, § 3 (agree[d] to assign) & fliE L & < F o
FLORAEFRIEAA IR NG Ao B AFREL G A2 AR
OB BRI PR R RTOFEAGER

me@;l = )‘IB'I ”;%— °

186 35 U.S.C.§202 (a) :“Each nonprofit organization or small business firm may, within a reasonable
time after disclosure as required by paragraph (c)(1) of this section, elect to retain title to any
subject invention.”
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R ERN £

() ®iFLj2
BRI L S B o jEin s g2 2R Holodniy £ 2 5372 &
P ta ik m RIS Cetus o 7 0 2 FIETA 2 A B @ SR U B ehY
LEAET EFL T EFEHL I HAE S 52 B g 2
Holodniy # 4 g ¢ = i+ & & ivcn¥ (cfger & {1122k #2 L 18 828
grihg 2 & Barg s e Holodniy # 4 2 < g fEFIE # 3 % Cetus
NP o Bk R RARAIH AGN 202 6 B(A)FRP 0 B F AFNE IRy

BHAET T PSR AR RS R QR B 4 A T E R

(= )mpznicaw b o P L f2
A EERacae b (T L CAFC)da el il AfE o T FRF R
N ERena sk o 70 Holodniy 42 4 gz § 2 # L B B F RS B IR
PR kR N E o B AR EREELY 2 A8 g
HoREE Ak € Mdp B eI R 4 ¢ > @+ & (a promise to assign rights in
the future) - Holodniy 1% 2 i # %3 # =¥E4] - # @ > Holodniy ¥ 2 ¢ Cetus
2?%?%%@%%%%m%fmiJﬁﬁ%ﬂﬁ%%ﬂﬁﬁ%CmBQ?
(a present assignment of Holodniy’s future right) » ¥ - i & ##& i3k - &

HEEREzEz2 Cetus 2 7B EF T M B 2ZE{E > FIrRNERIZE

«fl]s}gL_,t—'); A o

94



H=xCAFC 5 2 &2 R Al B 8P A 47 g & 47
B s - SE R U PEE AR L PR SO S A IR I RUR SRR LY 28
B EsEm M A g RAL e WA R 4 v
(Holodniy # 2) o 43 2 % ¢ X prfyf et ind = @ < §Fp #0278 = %
2 % A1¥ 31 > F]et Holodniy # L 7 R 114 Cetus = & » B < Z i $3+%
Bl e E SEE 2 A0 AR A ERARIRTRREF

R

(Z)B 205 8 4 2 B2

CAFC #min e it d phk > F 2 £ B > F2Em 2R B 2 po2 £ 8k o
ME R ZIRIEGH LRI TH o 2 F LR SRS AT I E A & X PR
TEb g 2 A F g ARBE B IR N AR 2 Bud f8 M CAFC 2 )i

WA AITPZE 2T B A BN 2 H A Hi@d 4o

LEREAZd #FP A RpB-FE 1Y 2

FAOBRBEERMEZ AR TR ¢ F AR FELE R
BFRACFEP AT L ARTL L S S ERERLIEET 8 A o a
T A Pg 8t - éﬂ#%*&%%%ﬁ%ﬁéﬁﬂ’%%;64Wﬁ%%%W%

RLET A > FRRY A ARIBPELE A2 g,

187

188

supra note 183, at 2194-95. “Although much in intellectual property law has changed in the 220
years since the first Patent Act, the basic idea that inventors have the right to patent their invention
has not...... Our precedents confirm the general rule that right in an invention belong to the
inventor.....It is equally well established that an inventor can assign his rights in an invention to a
third party.”
Id. at 2195. “In accordance with these principles, we have recognized that unless there is an
agreement to the contrary, an employer does not have rights in an invention which is the original
conception of the employee alone...... In most circumstances, an inventor must expressly grant his
rights in an invention to his employer if the employer is to obtain those rights.”
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193 Germany Patent Act Sec. 6 :“The right to a patent shall belong to the inventor or his successor
in title. If two or more persons have jointly made an invention, the right to a patent shall belong
to them jointly. If two or more persons have made an invention independently of each other, the
right shall belong to the person who is the first to file an application with the Patent Office.”
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Act on Employees’ Inventions Sec.4 : “(1) Employee inventions within the meaning of this Law
may be either tied or free.(2) Tied inventions (service inventions) are those made during the term of
employment which:(i) either resulted from the employee’s tasks in the private enterprise or in the
public authority,(ii) or are essentially based upon the experience or activities of the enterprise or
public authority.(3) Other inventions of an employee shall be free inventions. They shall however
be subject to the limitations contained in Sections 18 and 19, below.(4) Subsections (1) to (3) shall
apply mutatis mutandis to inventions made by civil servants and members of the armed forces.”
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198 Act on Employees’ Inventions §6(2) (old version):“Such claim shall be made in a written statement,
addressed to the employee. It shall be made as soon as possible, and no later than four months
from the receipt of a proper report (Section 5(2) and (3)).”
199 Christian Paul (2007), Losing the Crown Jewels (available at
http://www.wptn.com/Mailing/Feb_2007_2/details/patents/germany.html, last visited 08/20/2017).
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Alexander Harguth, Patent Ownershlp in Germany: Employer v. Employees, 25 No. 10 INTELL.

PROP. & TECH. L. J. 15, 18-19 (2013).
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206 Christian Czychowski & Klaus Dieter Langfinger, German Law on Employees’ Inventions
regarding University Employees, 45 LES NOUVELLES 221(2010).

" Act on Employees’ Inventions §42(1) (old version):* In derogation from Sections 40 and 41,
inventions made by professors, lecturers and scientific assistants, in their capacity as such, at
universities and higher schools of science shall be free inventions. Sections 18, 19 and 22 shall not
be applicable.”
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29 Ralph Nack, Strategies for IP Asset Management of Industries-Employees’ Inventions
Recent Trends of German Employees’ Invention Law (available at
http://slideplayer.com/slide/10386171/ , last visited 08/20/2017).
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211 NATIONAL RESEARCH CouNnciL, PoLicy AND GLOBAL AFFAIRS, BOARD ON SCIENCE, TECHNOLOGY,
AND Economic PoLicy, CommITTEE ON COMPARATIVE NATIONAL INNOVATION POLICIES: BEST
PrACTICE FOR THE 21st CENTURY, RISING To THE CHALLENGE: U.s. INNOVATION PoLiCcY FOR
GLoBAL Economy 282-83(2012).
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213 czychowski & Langfinger, supra note 206, at 222.
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214 Act on Employees’ Inventions Sec.42: “ The following special provisions apply for inventions by a
person working at a university: (1) The inventor shall be entitled to reveal the service invention
of his teaching and research activities, if he has notified the employer in time, generally two months
earlier, therefore, Section 24, paragraph 2 does not apply in this respect. (2) In the event that the
inventor chooses to exercise his academic freedom not to publish anything in relation to the
employee's invention , he shall not be obliged to report the invention to his employer. If the inventor
wish to publish anything in relation to the invention at a later date, then he shall undertake to report
the invention to his employer without delay. (3) In the event that the university chooses to claim the
employee's invention, the inventor shall retain an inalienable right to utilize the employees'
invention in the course of his contract teaching and research activities. (4) If the employer chooses
to exploit the employee's invention, then the inventor shall be remunerated at a rate of 30 percent of
all revenues generated through the exploitation of the invention. (5) Section 40 No.1 is, therefore,
not applicable.”
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25 Act on Employees’ Inventions Sec.13:“(1) An employer shall be under a duty and he shall be solely
entitled to apply for domestic industrial property protection for a service invention reported to him.
Where the invention is capable of patent protection, he shall apply for a patent unless, on an
evaluation of the industrial applicability of the service invention, protection as a utility model
appears more appropriate. The application shall be filed without delay.”

218 czychowski & Langfinger, supra note 206, at 222.
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